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Arbitration of intellectual property disputes according to the WIPO rules
Prepared by: Mohammad nayf yousef al tawabeyeh
Supervision by: Professor Mohammad Ibrahim abu al haija

Abstract

The arbitration of intellectual property disputes provided by the WIPO Mediation and
Arbitration Center; By following his legal systems represented by the WIPO Arbitration
Rules and the WIPO Rules for Expedited Arbitration raises many questions mainly due to
the fact that the existence of rules pertaining to arbitration related to intellectual property
disputes is something that did not exist previously as the center offers a selection of
specialized arbitrators in addition to empowering the arbitrators From resorting to the rules
of expedited arbitration and electronic arbitration to shorten the time and the cost in regular
arbitration, knowing that the disputes referred to him are settled in a relatively short time.

Moreover, the treatment of the WIPO Arbitration Rules and the WIPO Arbitration Rules
for Expidited Arbitration as it has a clear role in reaching an amicable solution to any disputes
arising from a branch of intellectual property, starting with the submission of the Arbitration
request to the Center, the methods of notification to be followed, and an indication of the
arbitration procedures that take place in these two types. From arbitration, as well as
explaining the nature of electronic arbitration and categorizing the advantages of each type
of arbitration mentioned above, and with mentioning the constraints that each may suffer, as

the researcher followed the descriptive analytical method system in writing this thesis.

It was clear to us that expedidet arbitration with WIPO is an urgent necessity to settle
intellectual property disputes, which may result in prolonging the settlement of the dispute
resulting therefrom any harm, and thus distinguished from ordinary arbitration in reducing

procedural periods and obliging the arbitrators to choose only one arbitrator.

And among the most important recommendations of the researcher is to find a system of
recognition and implementation of foreign arbitration provisions issued by international
organizations so that it is more effective and speedy to achieve the primary goal of the parties

resorting to arbitration of intellectual property disputes between them, which is speed.
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LWIPO arbitration rules, article 1: "Arbitration Agreement" means an agreement by the parties to submit to
arbitration all or certain disputes which have arisen or which may arise between them; an Arbitration
Agreement may be in the form of an arbitration clause in a contract or in the form of a separate contract.
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WIPO arbitration rules, Article 6: the Claimant shall transmit the Request for Arbitration to the Center and
to the Respondent.

2 WIPO arbitration rules, Article 4: (a) any notice or other communication that may or is required to be given
under these Rules shall be in writing and shall be delivered by expedited postal or courier service, e-mail or
other means of communication that provide a record thereof.
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WIPO arbitration rules, Article 9 :The Request for Arbitration shall contain:

(i) a demand that the dispute be referred to arbitration under the WIPO Arbitration Rules;

(ii) the names, addresses and telephone, e-mail or other communication references of the parties and of the
representative of the Claimant;

(iii) a copy of the Arbitration Agreement and, if applicable, any separate choice-of-law clause;

(iv) a brief description of the nature and circumstances of the dispute, including an indication of the rights
and property involved and the nature of any technology involved;

(v) a statement of the relief sought and an indication, to the extent possible, of any amount claimed; and
(vi) Any nomination that is required by, or observations that the Claimant considers useful in connection
with, Articles 14 to 20.

2WIPO arbitration rules, Article 10: The Request for Arbitration may also be accompanied by the Statement
of Claim referred to in Article 41.

3 WIPO arbitration rules, Article 41: (a) Unless the Statement of Claim accompanied the Request for
Arbitration, the Claimant shall, within 30 days after receipt of notification from the Center of the
establishment of the Tribunal, communicate its Statement of Claim to the Respondent and to the Tribunal.
4WIPO arbitration rules, Article 41: (b) The Statement of Claim shall contain a comprehensive statement of
the facts and legal arguments supporting the claim, including a statement of the relief sought.

> WIPO arbitration rules, Article 41: (c) The Statement of Claim shall, to as large an extent as possible, be
accompanied by the evidence upon which the Claimant relies, together with a schedule of such evidence.
Where the evidence is especially voluminous, the Claimant may add a reference to further evidence it is
prepared to submit.
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1 WIPO arbitration rules, Article 1: Within 30 days from the date on which the Respondent receives the
Request for Arbitration from the Claimant, the Respondent shall address to the Center and to the Claimant
an Answer to the Request which shall contain comments on any of the elements in the Request for
Arbitration and may include indications of any counter-claim or set-off.

Article 12: If the Claimant has filed a Statement of Claim with the Request for Arbitration pursuant to Article
10, the Answer to the Request may also be accompanied by the Statement of Defense referred to in Article
42

2WIPO arbitration rules, Article 42: (b) The Statement of Defense shall reply to the particulars of the
Statement of Claim required pursuant to Article 41(b). The Statement of Defense shall be accompanied by
the evidence upon which the Respondent relies, in the manner described in Article 41(c).

(c) Any counter-claim or set-off by the Respondent shall be made or asserted in the Statement of Defense
or, in exceptional circumstances, at a later stage in the arbitral proceedings if so determined by the Tribunal.
Any such counter-claim or set-off shall contain the same particulars as those specified in Article 41(b) and

(c).
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! Cook, Trever & Garcia, Alejadro (2010). International intellectual property arbitration, (1st ed.) the
Netherlands: Kluwer Law International B.V. page 212

2WIPO arbitration rules, Article 14: (a) The Tribunal shall consist of such number of arbitrators as has been
agreed by the parties.
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2WIPO arbitration rules, Article 39: (a) Unless otherwise agreed by the parties, the language of the
arbitration shall be the language of the Arbitration Agreement, subject to the power of the Tribunal to
determine otherwise, having regard to any observations of the parties and the circumstances of the
arbitration.

(b) The Tribunal may order that any documents submitted in languages other than the language of
arbitration be accompanied by a translation in whole or in part into the language of arbitration

3 WIPO arbitration rules, Article 38: (a) unless otherwise agreed by the parties, the place of arbitration shall
be decided by the Center, taking into consideration any observations of the parties and the circumstances of
the arbitration.
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(b) The Tribunal may, after consultation with the parties, conduct hearings at any place that it considers
appropriate. It may deliberate wherever it deems appropriate.

(c) The award shall be deemed to have been made at the place of arbitration.

WIPO arbitration rules, Article 13: (a) the parties may be represented by persons of their choice,
irrespective of, in particular, nationality or professional qualification. The names, addresses and telephone,
e-mail or other communication references of representatives shall be communicated to the Center, the
other party and, after its establishment, the Tribunal.

2 WIPO arbitration rules, Article 65:(a) The arbitration should, wherever reasonably possible, be heard and
the proceedings declared closed within not more than nine months after either the delivery of the
Statement of Defense or the establishment of the Tribunal, whichever event occurs later. The final award
should, wherever reasonably possible, be made within three months thereafter.
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2 WIPO arbitration rules, Article 2: Where an Arbitration Agreement provides for arbitration under the WIPO
Arbitration Rules, these Rules shall be deemed to form part of that Arbitration Agreement and the dispute
shall be settled in accordance with these Rules, as in effect on the date of the commencement of the
arbitration, unless the parties have agreed otherwise.
Article 3: (a) These Rules shall govern the arbitration, except that, where any of these Rules is in conflict with
a provision of the law applicable to the arbitration from which the parties cannot derogate, that provision
shall prevail.
3WIPO arbitration rules, Article 61: (b) the law applicable to the arbitration shall be the arbitration law of the
place of arbitration, unless the parties have expressly agreed on the application of another arbitration law
and such agreement is permitted by the law of the place of arbitration.
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WIPO arbitration rules, Article 61: (a) The Tribunal shall decide the substance of the dispute in accordance
with the law or rules of law chosen by the parties. Any designation of the law of a given State shall be
construed, unless otherwise expressed, as directly referring to the substantive law of that State and not to
its conflict of laws rules. Failing a choice by the parties, the Tribunal shall apply the law or rules of law that it
determines to be appropriate. In all cases, the Tribunal shall decide having due regard to the terms of any
relevant contract and taking into account applicable trade usages. The Tribunal may decide as amiable
compositeur or ex aequo et bono only if the parties have expressly authorized it to do so.
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2 World Intellectual Property Organization official web site, (2020).<< WIPO Arbitration Case Examples>>
(On-line), available: https://www.wipo.int/amc/en/arbitration/case-example.html
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2World Intellectual Property Organization official web site, (2020). << Schedule of Fees and Costs>> (On-
line), available: https://www.wipo.int/amc/en/arbitration/fees/.
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1 World Intellectual Property Organization official web site, (2020). << Schedule of Fees and Costs>> (On-
line), Previous reference.

2 World Intellectual Property Organization official web site,(2020).<< Schedule of Fees and Costs>> (On-line),
Previous reference.
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1 WIPO Expedited Arbitration Rules, article 10: The Request for Arbitration shall be accompanied by the
Statement of Claim in conformity with Article 35(a) and (b).

2 WIPO expedited arbitration rules, Article 11: Within 20 days from the date on which the Respondent
receives the Request for Arbitration and Statement of Claim from the Claimant, the Respondent shall
address to the Center and to the Claimant an Answer to the Request which shall contain comments on any
of the items in the Request for Arbitration.
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WIPO expedited arbitration rules, Article 14: (a) The Tribunal shall consist of a sole arbitrator who shall be
nominated by the parties, subject to confirmation of the appointment by the Center in accordance with
Articles 17 and 18. The appointment shall be effective upon the Center’s notification to the parties.
Laalac(sysdia e iiale Al ) &y Sal AL dlen 8 4y Sall ACL diallal) dadaidl) 50, (2012) pst) ) 2ams ciibiall?
970, sl il Jall (il RS 1 il sl
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WIPO expedited arbitration rules, Article 49: (b) If a hearing is held, it shall be convened within 30 days
after the receipt by the Claimant of the Answer to the Request and the Statement of Defense. The Tribunal
shall give the parties adequate advance notice of the date, time and place of the hearing. Except in
exceptional circumstances, hearings may not exceed three days. Each party shall be expected to bring to
the hearing such persons as necessary to adequately inform the Tribunal of the dispute.

2WIPO arbitration rules, Article 55: (b) In the event of a hearing, the Tribunal shall give the parties adequate
advance notice of the date, time and place thereof.
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WIPO expedited arbitration rules, Article 58: (a) The arbitration should, wherever reasonably possible, be
heard and the proceedings declared closed within not more than three months after either the delivery of
the Statement of Defense or the establishment of the Tribunal, whichever event occurs later. The final
award should, wherever reasonably possible, be made within one month thereafter.
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1 World Intellectual Property Organization official web site, (2020).<< WIPO Arbitration Case Examples>>
(On-line), available: https://www.wipo.int/amc/en/arbitration/case-example.html
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1 World Intellectual Property Organization official web site, (2020).<< On-line arbitration>> (On-line),
available: https://www.wipo.int/amc/en/arbitration/online/index.html
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! World Intellectual Property Organization official web site, (2020).<< Covid-19 Update on WIPQ's
Arbitration and Mediation Operations >> (On-line), available :

https://www.wipo.int/amc/en/center/wipoupdate.html
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WIPO arbitration rules, Article 1: "Arbitration Agreement" means an agreement by the parties to submit to
arbitration all or certain disputes which have arisen or which may arise between them; an Arbitration
Agreement may be in the form of an arbitration clause in a contract or in the form of a separate contract;



40

aatll A8l (eaal) akaill Cllls 3l )50 ) 8HLEY) aaill sl acld culglig
O ddas akanl) call ey o can 40l Al salall e AGEY 3 588)) b asaill il (e

D ally S 13 i@l sy Jeadia Loy gy ¢ aal) 4 dlas)

O Al Lgiklay (5a55 s GUSH 8 Lajidy 4d )l LS ) ka5 ol 4 Cusg

Agadl bl 5 gl Capail) (sacae o SESH Ja Jay Gy e g jie BUSD 030 ()5S0
Sl el gl o JalaS Sl G0 a3 el sy chyainne Jalal) 138 ()5S Ofy )
Losad Baals eledd) gsml) QLA sl 5f Copuail b (S0 Gy ¢ aline JS S 038

Al AN Qo) Heay s Cadally o AalaaYl elgu Jia il

(ias B Cargd) o LalUa g i) Ay 5y me BUSH 0585 ) (e pile DU Gan Lo S

) bl Jagss of (gyg gl cpad ¢Ug S Wdgln 5 Al bl Bada 5y of L agalld
s ol gale Tl VT dpiy @lldg Al Jla 8 Led sy Lediia Sy Cumy s 5 Ll
b bl ol Cae il BUSH sl o sedall (b il 5y puial Aniis AIS @llig iy
OsS5 o il ¥ AUSY e Gaaghl o ld cagn Logy ¥ LaNs Cilasbedd) 3 Jumad ) 5)40)

3 e . -
Ad)s plea e 3y

L WIPO arbitration rules, article 9: “The Request for Arbitration shall contain:
(iii) a copy of the Arbitration Agreement and, if applicable, any separate choice-of-law clause.
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1 World Intellectual Property Organization official web site, (2020). << WIPO Arbitration and Mediation
Center ADMINISTRATIVE PANEL DECISION Groupon, Inc. v. Domain Admin, Whois Privacy Corp.

Case No. D2020-0001 >> (On-line), available :
https://www.wipo.int/amc/en/domains/search/text.jsp?case=D2020-0001
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2 WIPO expedited arbitration rules, Article 55: (a) The Tribunal shall decide the substance of the dispute in
accordance with the law or rules of law chosen by the parties. Any designation of the law of a given State
shall be construed, unless otherwise expressed, as directly referring to the substantive law of that State and
not to its conflict of laws rules. Failing a choice by the parties, the Tribunal shall apply the law or rules of law
that it determines to be appropriate.
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LWIPO arbitration rules, Article 40: The Tribunal shall, in general within 30 days after its establishment,
conduct a preparatory conference with the parties in any suitable format for the purpose of organizing and
scheduling the subsequent proceedings in a time and cost efficient manner.
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2 World Intellectual Property Organization official web site, (2020).<< WIPO Online Case Administration
Tools >> (On-line), available:
https://www.wipo.int/amc/en/eadr/index.html
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! World Intellectual Property Organization official web site, (2020).<< WIPO Online Case Administration
Tools >> (On-line), available:
https://www.wipo.int/amc/en/eadr/index.html
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3WIPO arbitration rules, article 50: (b) At any time during the arbitration, the Tribunal may, at the request of
a party or on its own motion, order a party to produce such documents or other evidence as it considers
necessary or appropriate and may order a party to make available to the Tribunal or to an expert appointed
by it or to the other party any property in its possession or control for inspection or testing.
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WIPO arbitration rules, article 56: a) Before any hearing, the Tribunal may require either party to give
notice of the identity of witnesses it wishes to call, whether witness of fact or expert witness, as well as of
the subject matter of their testimony and its relevance to the issues.

(b) The Tribunal has discretion, on the grounds of redundancy and irrelevance, to limit or refuse the
appearance of any witness.

(c) Any witness who gives oral evidence may be questioned, under the control of the Tribunal, by each of the
parties. The Tribunal may put questions at any stage of the examination of the witnesses.
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(d) The testimony of witnesses may, either at the choice of a party or as directed by the Tribunal, be
submitted in written form, whether by way of signed statements, sworn affidavits or otherwise, in which
case the Tribunal may make the admissibility of the testimony conditional upon the witnesses being made
available for oral testimony.
(e) A party shall be responsible for the practical arrangements, cost and availability of any witness it calls.
(f) The Tribunal shall determine whether any witness shall retire during any part of the proceedings,
particularly during the testimony of other witnesses.
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2 WIPO arbitration rules, Article 4: (a) any notice or other communication that may or is required to be given
under these Rules shall be in writing and shall be delivered by expedited postal or courier service, e-mail or
other means of communication that provide a record thereof.
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2WIPO arbitration rules, Article 58: (b) if the Respondent, without showing good cause, fails to submit its
Statement of Defense in accordance with Article 42, the Tribunal may nevertheless proceed with the
arbitration and make the award.

3 WIPO arbitration rules, Article 14: (a) The Tribunal shall consist of such number of arbitrators as has been
agreed by the parties.
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WIPO arbitration rules, article 14: (b) Where the parties have not agreed on the number of arbitrators, the
Tribunal shall consist of a sole arbitrator, except where the Center in its discretion determines that, in view
of all the circumstances of the case, a Tribunal composed of three members is appropriate

2 WIPO Expedited Arbitration Rules, article 14: (a) The Tribunal shall consist of a sole arbitrator who shall be
nominated by the parties.
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WIPO arbitration rules, article 17: (b) The Claimant shall nominate an arbitrator in its Request for
Arbitration. The Respondent shall nominate an arbitrator within 30 days from the date on which it receives
the Request for Arbitration. The two arbitrators shall, within 20 days after the appointment of the second
arbitrator nominate a third arbitrator, who shall be the presiding arbitrator.

2WIPO arbitration rules, article 17: (c) Notwithstanding paragraph (b), where three arbitrators are to be
appointed as a result of the exercise of the discretion of the Center under Article 14(b), the Claimant shall,
by notice to the Center and to the Respondent, nominate an arbitrator within 15 days after the receipt by it
of notification by the Center that the Tribunal is to be composed of three arbitrators. The Respondent shall
nominate an arbitrator within 30 days after the receipt by it of the said notification. The two arbitrators
shall, within 20 days after the appointment of the second arbitrator, nominate a third arbitrator, who shall
be the presiding arbitrator.

(d) If the nomination of any arbitrator is not made within the applicable period of time referred to in the
preceding paragraphs, that arbitrator shall be appointed in accordance with Article 19.
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1 WIPO Expedited Arbitration Rules, article 14: (b) If the nomination of the arbitrator is not made within 15
days after the commencement of the arbitration

2 (a) The parties may be represented by persons of their choice, irrespective of, in particular, nationality or
professional qualification. The names, addresses and telephone, e-mail or other communication references
of representatives shall be communicated to the Center, the other party and, after its establishment, the
Tribunal
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YWIPO arbitration rules, Article 3: (a) These Rules shall govern the arbitration, except that, where any of
these Rules is in conflict with a provision of the law applicable to the arbitration from which the parties
cannot derogate, that provision shall prevail.
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WIPO arbitration rules, article 66: (a) By agreeing to arbitration under these Rules, the parties undertake to
carry out the award without delay, and waive their right to any form of appeal or recourse to a court of law
or other judicial authority, insofar as such waiver may validly be made under the applicable law.
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